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DETAILED ACTION 

Drawings 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "156" has been used to designate both a "coupling 
element" and a "cavity" and reference character "65" has been used to designate both a 
"seat" and a "resilient tip." Corrected drawing sheets in compliance with 37 CFR 
1 .121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
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appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: 19, as disclosed on page 20; and 32, as disclosed on page 20. Corrected 
drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. Each drawing sheet submitted after the 
filing date of an application must be labeled in the top margin as either "Replacement 
Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by 
the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in 
abeyance. 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: 38, as shown in Figure 10; 52, as shown in Figure 7; and 71, as shown in 
Figure 8. Corrected drawing sheets in compliance with 37 CFR 1 .1 21 (d), or 
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amendment to the specification to add the reference character(s) in the description in 
compliance with 37 CFR 1 .121(b) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

In addition to Replacement Sheets containing the corrected drawing figure(s), 
applicant is required to submit a marked-up copy of each Replacement Sheet including 
annotations indicating the changes made to the previous version. The marked-up copy 
must be clearly labeled as "Annotated Sheets" and must be presented in the 
amendment or remarks section that explains the change(s) to the drawings. See 37 
CFR 1 .121 (d)(1 ). Failure to timely submit the proposed drawing and marked-up copy 
will result in the abandonment of the application. 

Specification 

The disclosure is objected to because of the following informalities: 
On page 5, description of Figure 1 , the phrase "view of a orthopedic" should read 
"view of an orthopedic." 

On page 1 9, lines 1 7-1 8, the term "nose collar 31 " should read "neck collar 31 ." 
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On pages 20 (2 instances), the term "housing" should be referenced as 10, not 
1 1 . The reference number 1 1 is reserved for a "sleeve." 

On page 25, line 1 1, the phrase "insert a the non-sterile component" should read 
"insert a non-sterile component." 

Appropriate correction is required. 

The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Objections 

Claim 4 is objected to because of the following informality: 
Claim 4 is a sentence fragment and is therefor incomplete. Appropriate 
correction is required. 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 



Application/Control Number: 10/529,345 Page 6 

Art Unit: 3775 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claim 11 is provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claim 15 of copending Application No. 10/181528. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 5 and 6 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 and 3 of 
copending Application No. 10/181528. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because claim 5 is broader and therefor 
reads on claim 1 of the copending application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 4-8 and 10-11 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Chapolini etal. (WO 01/53145 A1). 
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Chapolini et al. disclose a cordless medical apparatus (i.e. drill) packaged in a 
sterile enclosure (50) comprising a disposable sterile housing (10) having a sleeve (11; 
i.e. handle sub-component), the sleeve being configured to receive an unsterilized 
motor sub-component (70) and one or more batteries (paragraph 0019); a collet sub- 
assembly (i.e. top right portion in Figure 9) (Figures 1-9 and pages 7-15). 

Chapolini et al. disclose an apparatus for aseptically assembling a sterile 
component and a non-sterile component comprising a sterile sleeve having a non-sterile 
aperture, and packaging material enclosing the sterile sleeve and having a non-sterile 
port communicating with the non-sterile aperture, wherein the sterile sleeve further 
comprises a cover for closing the non-sterile aperture. Chapolini et al. further disclose a 
method of assembling a device having a non-sterile component and a sterile component 
comprising providing a device having a sleeve, the sleeve comprising a sterile outer 
portion and a non-sterile inside portion; providing an enclosure adapted to communicate 
with the device and adapted to maintain the sterility of the outside portion of the sleeve, 
the enclosure having a port for communicating with an inside portion of the sleeve; and 
positioning the non-sterile component in the sleeve by passing the non-sterile 
component through the port (see claims 1, 3 and 15). 

Claims 1-8 and 10-11 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Chapolini etal. (WO 01/67970 A1). 

Chapolini et al. disclose a cordless medical apparatus (1; i.e. drill) comprising 
handle sub-component (11), the handle sub-component being configured to receive an 
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unsterilized motor sub-component (70) and one or more batteries; a collet sub- 
assembly (15) (Figures 1-9 and pages 6-22). 

Chapolini et al. disclose a cordless medical apparatus (i.e. drill) suitable for use 
in orthopedic medical applications and packaged in a sterile enclosure comprising a 
disposable sterile housing having a sleeve, the sleeve being configured to receive an 
unsterilized motor assembly; a drive shaft engaged with the motor, and at least one 
bushing communicating with the drive shaft, wherein the drive shaft is configured as a 
tool. Chapolini et al. further disclose a method of assembling a device having a non- 
sterile component and a sterile component comprising providing a device having a 
sleeve, the sleeve comprising a sterile outer portion and a non-sterile inside portion; 
providing an enclosure adapted to communicate with the device and adapted to 
maintain the sterility of the outside portion of the sleeve, the enclosure having a port for 
communicating with an inside portion of the sleeve; and positioning the non-sterile 
component in the sleeve by passing the non-sterile component through the port (see 
claims 1-3, 7, 10-12 and 17). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chapolini 
et al . (WO 01/531 45 A1 ) in view of Horner (US Patent 31 20845). 

Chapolini et al. disclose the claimed invention except for one or more of the sub- 
components being fluid tight. Horner discloses a surgical drill (10) comprising a housing 
(1 1 and 1 2) that is water tight (column 1 , lines 8-42). It would have been obvious to a 
person having ordinary skill in that art at the time of the invention to construct the 
invention of Chapolini et al. with one or more of the sub-components being fluid tight in 
view of Horner in order to sterilize the drill and maintain the working order of the interior 
components without compromising sterility during a surgical procedure. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Larry E. Waggle, Jr whose telephone number is 571- 
270-71 10. The examiner can normally be reached on Monday through Thursday, 
6:30am to 5pm, EST.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas C. Barrett can be reached on 571-272-4746. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Larry E Waggle, Jr/ /Thomas C. Barrett/ 

Examiner, Art Unit 3775 Supervisory Patent Examiner, Art 

Unit 3775 



